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Remarks 

I. Status of the Application 

Claims 1, 4-12, and 29-34 were previously pending. Claims 1. 4-12. and 29-34 were 
rejected by the Examiner. Claim 29 has been withdrawn without prejudice. Claims 1 . 9, arid 30 
are currently amended. The amendments do not add new matter. In particular, the support for 
the claim amendments may be found throughout die specification and originally filed churns, as 
well as published paragraph [0010]. The Applicants respectfully request the Examiner to 
consider the following remarks in light of the newly amended claims. Upon entry of these 
amendments, claims 1, 4-12, and 30-34 will be pending and under active consideration, 

II. Claim Rejections -35 USC § 103 

Claims 1 , 4-1 2, and 29-34 have been rejected under 35. U.S.C. § 1 03(a) as being allegedly 
unpatentable over U.S. Patent No. 6,112,391 f*»") in view of U.S. Patent No. 6,164,533 
("Barton'). 

A. Claims 1 and 30 

The Office Action states thai, ''Regarding claims I and 30, Burke discloses a method for 
effectu ing minx h it incl ling >rap] fin i pom 1 ramactkmb si r a point 
nt s A ki. 4a>u u-n „ meHi in m i ii un. h v 1 -i <. a .A th i nuhts i i sa\u 
k unt ecei n bvji uputi iu u ydoU r on uei hkj m<. n 1 has - <l 1 >i 

after completion of the point-of-sale transaction . . . id end A ing by the computer investment 
preference information associated with the user in response to recching the request wherein the 
pteluence information reludes the purehas n c ot savings aecmu id o i sine h} the c < tputet 

-: 
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funds relating to the investment amountto be transferred from the purchasing or savings account 
to an investment account/* (Internal citations omitted). The. Office Action further states that, 
"The disclosure of Burke docs not specifically teach that the investment preference information 
includes any predetermined m onetary inves tment amount for the on-demand investment , as 
the investment amount in the method of Burke is specified at the point-of-sale location at the 
time of the sale." However, the Office Action asserts that -'[TJt would have been obvious m one 
of ordinary skill in the art, at the time of the invention, to have modified the method of Bra ke 
so as to -include in the in vestment- preference information a predetermined monetary 
investme nt amount for the on-demand investment , in accordance with the teachings of 
Barton, in order to assist a user in achieving a budgeted investment goal by suggesting a default 
investment, amount with each purchase being made/' (Emphasis Added). 

The Applicants rebut the above § 1 03 rejection with the attached 37 C.ER. § 1 . 1 32 
declaration as hard evidence -showing, why one of skill in the art would have no motivation and/or 
no expectation of success in modifying the Burke patent or combining; it with other patents in 
order to arrived at the currently claimed invention, in view of the factual evidence in the 
declaration, the lavs' indicates that the Burke « 191 patent actually teaches away from the claimed 
invention because the proposed modification of the '191 patent would produce an inoperable and 
unacceptable device. "If references taken in combination would produce a 'seemingly 
inoperative device, 5 we have held that such references teach away from the combination and thus 
cannot serve as predicates ibr a prima facie ease of obviousness/' McG'mley v. Franklin Spans. 
Inc., 262 F.3d 1339 (Fed. Cm 2001). 
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The 'attached declaration also shows why each and every element of the claimed invention 
has not been taught by the cited art. Among other factors, the declaration states. the (actual basis 
why the Burke '391 patent docs not teach the claimed 'elements of "an on-demand investment" or 
a '"purchase or savings account linked to an investment account/' To support a finding of 
obviousness. "[Tjhcrc must be some articulated reasoning with some mhoiial underpinning to 
support the legal conclusion of obviousness." In re Kahn, 441 F.3d 977, 988 (Fed. Car. 2006). 
Here, the attached §1.132 declaration refutes the factual basis relied upon in the Office Action, 
and shows why the currently claimed Invention would be non-obvious to. one of skill in the art at 
the time of filing. 

In view of the foregoi ng, the Applicants respectfully traverse this basis for rejection of 
claims 1 and 30 and request its reconsideration and withdrawal. Tims, tire Applicants 
respectfully request withdrawal of the obviousness rejections of these claims and seek allowance 
of pending claims !, 4-12, and 30-34. 

B. Claim 4 

Regarding claim 4. the Office Action states that "Burke further comprises the step of 
temporarily accumulating the on-demand in vestment, requests until a predetermined completion 
time. Sec, in particular, column. 3. lines 4-13." 

The Burke specification, however, makes clear thai the ■died transactions are not on- 
demand investment requests, but rather overpayments from the customer to the merchant. The 
following excerpt later in the column 3 of the Burke patent shows that the patent disclosure is 
actually referring to a different type of transaction - namely, a cash overpayment by the 
customer, rather than an on-demand investment. 

f 
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"bor example, Sears may enroll a subscriber consumer in a Sears 
store account allowing the consumer to use [heir Scars issued mag 
stripe card to identify them when they deposit excess change into 
any merckant/cotlecpr terminal In this capacity Sears is playing 
the role of a distinct provider .in the network. The card may be 
used to deposit excess funds in restaurant*, convenient stores, other 
department stores, etc." (Sec Burke, col, 3, lines #-5.8). 
(Emphasis Added), 

In view of the above passage, it is evident there is no accumulation of "on-demand investment 
requests" as currently claimed, but only a surplus account hold by the service provider at i .eve] 3. 
for example. Burke slates at col. 4, dues 5-7. 'Level .? assigns the funds to an account 
previously opened by Level 1 SP through services provided by Level 3" (Emphasis Added ). 

In view of" the foregoing, the Applicants respectfully traverse this basis for rejection of 
claim 4 and request its reconsideration and withdrawal. The Applicants respectfully request 
withdrawal of the obviousness rejections of these claims and seek allowance of pending claims 1 , 
4-12, and 30-34. 

€v Claims 5-8 

The Office Action further states, "Regarding claims 5-8, Burke does not. disclose any 
investment Irani/maximum, thus docs not disclose accommodating an investment 
limit/maximum by including im investment total and a predetermined investment limit in the 
mvestment-prefemnce . . .However, Barton discloses a similar method of investment, which 
method indeed include contributing the on-demand investment' request- to an investment account 

t't 
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having a limii'maximum Can IRA). . . . it would have been obvious to one of ordinary skill in 
the art, at the time of the invention, to have modified tlre.rm^t.llotLoL B»rke so as to ittvggiiftjn 
account having an Investment, limit/max imum in accordance with, the teachings. of Barton 

/' (Emphasis Added). 

As discussed above, the Applicants rebut the above £ 103 rejection with the attached 
§1.1 32 declaration, as hard evidence showing why one of skill in the art would have no 
motivation and/or no expectation of success in modifying the Burke patent or combining it with 
other patents in order to arrived at. the currently claimed invention. To support a finding of 
obviousness, "[Tjliere must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness." In re Kahti, 441 F.3d 977, 988 (Fed. Cir. 2006). 
Here, the attached §1.1 32 declaration disproves the factual basis relied upon by the Office 
Action, and shows why Burke teaches away from the currently claimed invention at the time of 
tiling. 

In view of the foregoing, the Applicants respectfully traverse this basis- for rejection of 
claims 5-8 and request its reconsideration and withdrawal. The Applicants respectfully request 
withdrawal of the obviousness rejections of these claims and sock allowance of pending claims 1 , 
4-12, and 30-34. 

.P. Claims 9-11 

The Office Action nirthei states "2rgaiehrg chro« v '-l 1. the method of Butte compns.es 
associating a -purchasing account with an investment account . . . See, in particular, column 22, 
lines 1 1-152' 
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The Applicants respectfully disagree with this characterisation of the Burke "191 patent. 
In fact, Burkx does not associate purchasing >um with an nw estmeut account Flic cited 
parage onb, teiers to execs- r nit nor. f w. h nu-u^mns there is no association 
betv. tv th i i >_g,„ /JL ._ .' ' < /f ^.o _ () nphasi kdded) Tl is 

diffei ict Ls ll > upp > e b ibe fi s in Burke, inch ! . ^iMD \\ hieh shon 

that the excess hinds are passed from the customer to the merchant and from the merchant to the 
on ^mm_> , u vo-i iv > I C thvit p! ii ->U .///' ('.- r ■j^Oi.iution l>etHir('n tlurpuriJnismii 
iinoimi wi sh an an ' stm^ij kou r (I mph s s Vdded) 

In view of the foregoing, the Applicants respectfully traverse this basis for rejection of 
cliims 9-1 1 and request its reconsideration and withdrawal. The Applicants respectfully request 
withdrawal of the obviousness rejections of these chums and seek allowance of pending claims 1 , 
4*1:2, and 30-34. 

K. Claims 12 and 30-34 

The Applicants note lire Office Action's rejection of chums 12 and 30-34 with reference 
to Ahe combination described above with respect to claim 1 ." 

As discussed above, the Applicants rebut the above § I 03 rejections) with tire attached 
§1.132 declaration as hard evidence showing why one of skill m the art would have no 
mom it tot t! f i i n \k t ii iw u.^s m mud J s ^ Ik • kv. an a u ai ormUj. it \\ith 
other patents in order to arrived at the currently claimed invention. To support a finding of 
obviousness "(T]here must be some articulated reasoning ith ?m rational und rpmriinu I 
support the legal conclusion of obviousness.." '< re Kahn, 441 F,3d 977. 988 (Fed. Cir, 2006). 
Here, the attached >1. j 33 declaration rebuts the tactual bans relied upon b\ the Office Utwn, 
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and shows why the currently claimed invention would be non-obvious to one of skill in the art at 
the time of filing. 

!n view of the foregoing, the Applicants respectfully traverse this basis for rejection of 
elamis 12 and 30-34 and request its reconsideration and withdrawal. The Applicants respectfully 
oque-t wttbd w , II . h n nsu; wt>\tn is Mlkud,! n ux ^e>\ ilio \ ui c t u j 
claims 1, 4-1 2 f and 30-34. 

HI. Conclusion 

The Applicants respectfully submit that the instant application is in good and proper order 
for -allowance and early notification to this, effect is solicited. If, in the opinion of the Examiner, 
a telephone conference would expedite prosecution of the instant application, the Examiner is 
encouraged to eat! the undersigned at die number listed below. 
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